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DETAILED ACTION 

Response to Arguments 
1 . Applicant's arguments filed on January 8 th , 2008 have been fully considered but they are 
not persuasive. The applicant argues that the Sander's anchor members are not clips. The 
examiner would like to point out that broadest reasonable interpretation, the anchoring device is 
considered a clip, which is adapted to grip or hook tissue. 

The applicant further argues that Sander's reference does not teach or suggest 
anchoring member ability to close much as self close as required by amended claim 1 . First the 
examiner would like to point out that no wherein the applicant's specification does it state that 
"at least one of the two clips is a self-closing clip" indicating that any amended claims that 
contains the phrase self- closing" will be rejected under 1 12 first paragraph. Secondly, the 
Sander's reference does teach an anchoring members ability to close much as self close (see col. 
4 lines 60-67; the Sander's reference states that "During arthroscopic surgery, as best seen 
by FIG. 5, the surgeon will approach the torn meniscus from in front of the knee and insert 
the two needles into the meniscus. As the needles are pushed through the meniscus to draw 
the edges of the tear together"; the phrase "to draw the edges of the tear together" implies 
that inherently the clips are self closing and as they are self closing they are drawing the 
edges of the tear together). 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., "wherein the 
clips move upon themselves") are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
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claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). The applicant 
further argues that Sander's anchor members are not biased in an open configuration. The 
examiner disagrees with the applicant's arguments, before insertion into the meniscus the 
anchoring members are in an open configuration once inserted the anchoring members of 
Sander's reference are in a closed configuration. The applicant further argues that Sander does 
not disclose the suture or flexible member as being made of a shape memory material. Once 
again the examiner disagrees with the applicant's arguments. Sander does teach the suture or 
flexible member as being made of a shape memory material (see col. 4 lines 38-50). 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and/n re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Sander's invention by providing a wire that is made from nitinol 
in order to make it safer for the patient as stated in the office action dated July 13th, 2007. 

Claim Rejections - 35 USC § 112 
2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 
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3. Claim 1 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 
Claim 1 contains subject matter ("at least one of the two clips is a self closing clip") which was 
not described in the specification. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-6, 20, 24-26, 39-43, 47, 48-50, 54 and 55 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Sander (US 5,374,268). 

6. As to claim 1, Sander teaches a device and method for repairing torn tissue that 
comprises two clips 14 (see figure 1; see column 3 lines 50-60), each sized and shaped to attach 
tissues and hold the tissues together therein (see column 5 lines 5-20), wherein at least one of the 
two clips is a self closing clip(see col. 4 lines 60-67; the Sander's reference states that 
"During arthroscopic surgery, as best seen by FIG. 5, the surgeon will approach the torn 
meniscus from in front of the knee and insert the two needles into the meniscus. As the 
needles are pushed through the meniscus to draw the edges of the tear together"; the 
phrase "to draw the edges of the tear together" implies that inherently the clips are self 
closing and as they are self closing they are drawing the edges of the tear together) and 
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bridge portion 16 connecting the two clips and spacing the clips from one another (see figure 1; 
see column 3 lines 55-65). 

7. As to claim 2, Sander teaches an apparatus wherein the bridge portion is substantially 
straight (the material used to manufacture the bridge portion is flexible and therefore is 
substantially straight). 

8. As to claim 3, Sander teaches an apparatus wherein the two clips have an open 
configuration and a closed configuration (when the Sander's is in closed position, the clips 14 
are close together and when the clips are in the open position the clips are spread apart). 

9. As to claim 4, Sander teaches an apparatus wherein the bridge portion provides a 
predetermined spacing between the clips in the closed configuration (see figure 4). 

10. As to claim 5, Sander teaches an apparatus wherein each clip has a proximal end point 
and a distal end point and wherein the proximal end point is separated from the distal end point 
when the clip is in open configuration (before insertion) and wherein the distance between the 
proximal end point and the distal end point is reduced when the clip is in the closed 
configuration (once inserted; see figures 1 and 5). 

11. As to claim 6, Sander teaches an apparatus wherein the self-closing clip comprises shape 
memory material (the bridge portion is flexible and there for has shape memory material). 

12. As to claim 39, Sander teaches an apparatus wherein each of the clips has a memory set 
loop configuration and a deformed configuration, and the bridge portion separates the loops from 
one another when the clips are in their memory set configuration (see figures 1 and 4). 

13. As to claim 40, Sander teaches an apparatus wherein each of the clips has a free end (see 
figure 1). 
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14. As to claim 20, Sander teaches a device and method for repairing torn tissue that 
comprises a surgical fastener comprising two clips 14 (see figure 1 and column 3 lines 50-60); 
and shaped to attach tissues and hold the tissue therein including at least one self-closing clip 
having an open configuration and a closed configuration (see figure 4), wherein the open 
configuration is a biased configuration and the closed configuration is an unbiased configuration, 
and a bridge portion 16 (see figure 1 and see column 3 lines 50-60) having a substantially 
straight portion connecting the two clips (the material used to manufacture the bridge portion 
is flexible and therefore is substantially straight); and a release mechanism (the bridge 
portion is also defined as a release mechanism) having a first position to bias the self-closing 
clip in the open configuration, and a second position to unbias the self-closing into the closed 
configuration (see figures 1 and 4). 

15. As to claim 24, Sander a device and method for repairing torn tissue that comprises a 
surgical fastener having two ends including a first end and a second end (see figure 1) and 
including two clips (see column 3 lines 45-55) sized and shaped to attach tissues including at 
least one self-locking clip (in Sander's reference both clips are self closing when they are 
inserted in the tissue), and a substantially straight bridge portion 16 (see figure 1 and column 3 
lines 50-60) connecting the two clips; and two tissue piercing members including a first tissue 
piercing member 13 releasably coupled to the first end and a second tissue piercing member 
releasably coupled to the second end (see figure 1). 

16. As to claim 25, Sander teaches an apparatus that further comprises a release mechanism 
(the bridge portion is also defined as a release mechanism), and wherein the release 
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mechanism activates the release of the two piercing members from the respective two ends (see 
figures 1 and 4). 

17. As to claim 26, Sander teaches an apparatus wherein the release mechanism activates the 
closing of the self-closing clip (see figures 1 and 4). 

18. As to claim 41, Sander teaches a device and method for repairing torn tissue that 
comprises an elongated member having a first loop shaped portion adapted to hold tissue therein 
(see figure 2), a second loop shaped portion adapted to hold tissue therein (see figure 2), and a 
bridge portion 16 (see figure 2) bridging the first and second loop shaped portions (see figure 2), 
each loop shaped portion having a free end being deformable into a second deformed shape 
where it tends to return towards its loop shape (see figures 2 and 6). 

19. As to claim 42, Sander teaches an apparatus wherein the elongated members are not coils 
(see figure 2). 

20. As to claim 43, Sander teaches an apparatus wherein the elongated member is a wire (see 
figure 2). 

21 . As to claim 47, Sander teaches an apparatus wherein the bridge portion 16 is 
substantially straight (the material used to manufacture the bridge portion is flexible and 
therefore is substantially straight). 

22. As to claim 48, Sander teaches a device and method for repairing torn tissue that 
comprises an elongated member (see figure 2) having a first loop shaped portion, a second loop 
shaped portion (see figure 2) and a bridge portion 16 (see figure 2) bridging the first and second 
loop shaped portions (see figure 4), each loop shaped portion having a piercing element (see 
figure 2) at one end and a portion the merges into the bridge shaped portion, each loop shaped 
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portion being deformable into a second deformed shape and having the property of tending to 
return towards its loop shape (see figures 1 and 4). 

23. As to claim 49, Sander teaches an apparatus wherein the elongated members are not coils 
(see figure 2). 

24. As to claim 50, Sander teaches an apparatus wherein the elongated member is a wire (see 
figure 2). 

25. As to claim 54, Sander teaches an apparatus wherein the bridge portion 16 is 
substantially straight (the material used to manufacture the bridge portion is flexible and 
therefore is substantially straight). 

26. As to claim 55, Sander teaches a device and method for repairing torn tissue that 
comprises two clips 14 (see figures 1 and column 3 lines 45-55) and a bridge portion 16 (see 
figure 1 and column 3 lines 50-60) connecting the two clips (see figures 1) having a piercing 
element 13 (see figure 1) at one end thereof; each clip further having an open configuration and 
a closed configuration, wherein each clip has proximal end point and a distal end point and 
wherein the proximal end point is separated from the distal end point when the clip is in the open 
configuration (before insertion) and wherein the distance between the proximal end point and 
the distal end point is reduced when the clip is in the closed configuration (once inserted; see 
figures 1 and 5). 

Claim Rejections - 35 USC §103 

27. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

28. The factual inquiries set forth in Graham v. John Deere Co. , 383 U.S. 1 , 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

29. Claims 44 and 51 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sander 
(US 5,374,268). 

30. As to claims 44 and 51, Sander substantially teaches an apparatus; see rejection of 
claims 41 and 48, but does not disclose an apparatus wherein the wire is made from nitinol. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify Sander's invention by providing a wire that is made from nitinol in order to 
make it safer for the patient, since it has been held to be within the general skill of a worker in 
the art to select a known material on the basis of its suitability for the intended use as a mater of 
obvious design choice. In re Leshin, 125 USPQ 416. 

Allowable Subject Matter 

3 1 . Claims 31-38 are allowed. The prior art does not disclose a pair of coils, one of the coils 
surrounding at least a portion of one of the first loop shaped portion and the other of the coils 
surrounding at least a portion of the second loop shaped portion. 

32. Claims 7-19, 21-23, 45, 46, 52 and 53 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
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limitations of the base claim and any intervening claims. The prior art does not disclose a pair of 
coils, one of the coils surrounding at least a portion of one of the first loop shaped portion and 
the other of the coils surrounding at least a portion of the second loop shaped portion. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NIHIR PATEL whose telephone number is (571)272-4803. The 
examiner can normally be reached on 7:30 to 4:30 every other Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Bianco can be reached on (571) 272-4940. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Nihir Patel/ 
Examiner, Art Unit 3772 

/Patricia Bianco/ 

Supervisory Patent Examiner, Art Unit 3772 



